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Art Unit: 1793 

The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609.04(a) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

The disclosure is objected to because of the following informalities: 

Page 13, lines 21-22 teaches the inorganic compound comprises a mixture of one. A 
single compound cannot be a mixture. The wording in the sentence needs to be clarified. 
Appropriate correction is required. 

Claims 3-6 and 1 1 are objected to because of the following informalities: In claims 4-6 
and 1 1, the period is missing. In claim 3, the parentheses need to be deleted. Appropriate 
correction is required. 

Claims 1,16 and 17 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claim 1 teaches "Eu" which means europium can either be divalent or trivalent. The 
specification teaches divalent europium. This discrepancy needs to be corrected. 

The wording of claims 16 and 17 imply that the nitride or oxynitride having a |3-type 
SisN4 crystal structure having Eu 2+ solid-dissolved into it crystal contains crystalline or 
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amorphous electrically conductive compound is formed with, or at the same time as, the nitride 
or oxynitride having a |3-type Si 3 N 4 crystal structure having Eu 2+ solid-dissolved into it. Pages 
26-27 teach the substance can contain at least 50 wt% nitride or oxynitride having a |3-type Si 3 N 4 
crystal structure having Eu 2+ solid-dissolved into it and less than 50 wt% of at least one 
secondary phase of a crystalline or amorphous inorganic compound and that this substance can 
be further mixed with a electrically conductive material, such as the compounds of claim 17. 
Thus the teachings of claims 16 and 17 are different from that disclosed in the specification. This 
discrepancy needs to be corrected. 

Claim 1 is rejected under 35 U.S.C. 1 12, first paragraph, because the specification, while 
being enabling for a green fluorescent substance comprising a nitride or oxynitride having a |3- 
type S13N4 crystal structure having Eu 2+ solid-dissolved into it, does not reasonably provide 
enablement for a green fluorescent substance comprising a nitride or oxynitride having a |3-type 
S13N4 crystal structure having Eu solid-dissolved into it. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
the invention commensurate in scope with these claims. 

The claims recite Eu. This encompasses divalent and trivalent europium. However, the 
specification only teaches divalent. Such a limited disclosure does not support the breadth of the 
instant claims. The examiner suggests the incorporation of "divalent" or "+2" beside Eu to 
overcome this rejection. 

Claims 15, 18, 21-24, 29, 35, 36 and 38 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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The wording of claim 15 is confusing. Based on the teachings in the specification, it is 
suggested to reword this claim to make it clear that the substance, not the crystal, further contains 
another crystalline or amorphous compound. Claim 18 is indefinite since it is unclear what 
compounds compose the raw material. Claims 21-24 are confusing as written. The claims 
indicate that the raw material is produced by the process of claims 21-24, but there are no 
process conditions in these claims. Pages 31-32 and the examples teach that a container is filled 
with the raw material at a filling factor of 40% or less in volume density. It is suggested to 
reword claim 18 so that it reflects the teachings in the specification. Claim 29 is indefinite since 
it teaches a mixture of one compound, but a single compound is not a mixture. Finally, clams 35, 
36 and 38 should be rewritten so that it states "the fluorescent substance further comprises". This 
amendment will make it clear that these blue and red and yellow substances are present with the 
substance of claim 1 . 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-11, 33, 34 and 36-41 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-3 and 24-26 of U.S. Patent No. 
7,253,446. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the patented device suggests the phosphor and devices claimed in this 
application. 

Claims 1-11, 33, 34 and 36-41 are directed to an invention not patentably distinct from 
claims 1-3 and 24-26 of commonly assigned patent 7,253,446. Specifically, the patented device 
suggests the phosphor and devices claimed in this application. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP Chapter 2300). 
Commonly assigned U.S. patent 7,253,446, discussed above, would form the basis for a rejection 
of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as prior art 
under 35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly owned at 
the time the invention in this application was made. In order for the examiner to resolve this 
issue, the assignee can, under 35 U.S.C. 103(c) and 37 CFR 1 .78(c), either show that the 
conflicting inventions were commonly owned at the time the invention in this application was 
made, or name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
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assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
pending on or after December 10, 2004. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to w hich said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-12, 18-20, 25-27, 33, 34 and 36-41 are rejected under 35 U.S.C. 103(a) as being 
obvious over U.S. patent 7,253,446. 

The applied reference has a common inventor with the instant application. This rejection 
under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not an invention "by another"; (2) a showing of a date of invention for the 
claimed subject matter of the application which corresponds to subject matter disclosed but not 
claimed in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and reference 
are currently owned by the same party and that the inventor named in the application is the prior 
inventor under 35 U.S.C. 104, together with a terminal disclaimer in accordance with 37 CFR 
1 .321(c). This rejection might also be overcome by showing that the reference is disqualified 
under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 103(a). See MPEP § 
706.02(1)(1) and § 706.02(1)(2). 

There is no evidence in this file showing that the invention was owned by, or subject to 
an obligation of assignment to, the same entity as that of U.S. patent 7,253,446 at the time this 
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invention was made, or was subject to a joint research agreement at the time this invention was 
made. 

This reference teaches a P-sialon phosphor having the formula Eu s (Si 6 -zAl z )i_ s O z N 8 -z, 
where s is 0.01 1-0.019 and 0 < z <_ 4.5 and teaches that the phosphor is produced by mixing 
europium oxide, silicon nitride and aluminum oxide, forming the mixture using sieving into an 
aggregate having a size of 125 microns, placing the aggregates in a BN crucible, heating the 
aggregates at 2000°C in a nitrogen atmosphere of 1 MPa in a normal pressure sintering or gas 
pressure sintering method, heating the sintered material at 1700°C and then grinding the material 
to a size effective for use in a LED based device. The Examiner takes Official Notice that this 
particle size is 20 microns or less. Thus one of ordinary skill in the art would have found it 
obvious to grind the material of example 1 to 20 microns or less. The taught phosphor at least 
overlaps that claimed and the process falls within that claimed. While the reference does not 
teach the filling factor of the agglomerate in the crucible, one of ordinary skill in the art would 
have found it obvious to fill the crucible to an extent so as to allow the reaction of raw material 
to the taught and claimed p-sialon phosphor can occur without lifting the crucible lid during 
processing. This amount appears to at least overlap the claimed range since the claimed range is 
that so as to allow the reaction of raw material to claimed p-sialon phosphor can occur. Thus the 
reference suggests the claimed phosphor, process and devices. 

Claims 42 and 43 are allowable over the cited art of record. 

Claims 13, 14, 28, 30-32 and 35 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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Claims 15 and 29 would be allowable if rewritten to overcome the rejections under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

There is no teaching or suggestion in the cited art of record of using the taught phosphor 
in the device of claim 35 or in an image display device. There is no teaching or suggestion in the 
cited art of record of including a flux, as claimed in claims 28-32, in the taught process. There is 
no teaching or suggestion in the cited art of a p-sialon phosphor having the claimed aspect ratio, 
impurity content or phase composition as defined by claim 15. 

EP 155,047 is cited as interest since it is the English equivalent to reference 5 discussed 
in the specification. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/cmk/ 

April 11,2008 



/C. Melissa Koslow/ 
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